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Application No. 

10/680,254 

Applicant(s) 
HATTORI ET AL. 

Examiner 

Callie E. Shosho 

Art Unit 

1714 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

' Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event* however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133), 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 


\ 


1 )K Responsive to communication{s) filed on 02 June 2006 . 
2a)n This action is FINAL. 2b)E This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [S Claim(s) 1 and 3-5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) [3 Claim(s) 1 and 3 is/are rejected. 

7) ^ Claim(s) 4 and 5 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * cO None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 


3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 


4) Q Inten^iew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 


U.S. Patent and Trademaric Office 
PTOL-326 (Rev. 7-05) 


Office Action Summary 


Part Of Paper No./Mail Date 20060615 
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DETAILED ACTION 

1. All outstanding rejections are overcome by applicants' after-final amendment filed 
6/2/06, which has been entered. 

In light of the new grounds of rejection set forth in paragraphs 4-6 below, the following 
action is non-final and thus, the finality of the previous office action has been withdrawn. 

Claim Rejections - 35 USCS 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 3 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

The scope of claim is confiising given that the claim depends on a cancelled claim, 
namely, claim 2. 

Claim Rejections - 35 USC S 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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5. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Goto et al. 
(U.S. 6,048,914). 

Goto et al. disclose ballpoint pen solvent-based ink composition comprising organic 
solvent having vapor pressure of 0.01-45 mmHg including glycol ethers such as propylene glycol 
monomethyl ether, pigment or dye, and copolymer obtained from acrylic acid and ester of 
methacrylic acid (col.l, lines 6-15, coL4, lines 6-8, col.5, lines 29-30 and 33-55, col.6, lines 23- 
25, and col.8, lines 7-8). Given that Goto et al. disclose copolymer obtained from acrylic acid 
and ester of methacrylic acid, i.e. methacrylate, as presently claimed, it is clear that the 
copolymer would inherently ftinction as shear-viscosity reducing agent as presently claimed. 

In light of the above, it is clear that Goto et al. anticipate the present claims. 

6. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Saikatsu et al. 
(U.S. 6,299,676). 

Saikatsu et al. disclose organic-solvent based ink for writing instrument wherein the ink 
comprises alcohol solvent such as ethanol and propanol, pigment, and copolymer obtained from 
(meth)acryhc acid and alkyl (meth)acrylate (col.l, lines 8-10, col.2, lines 8-22 and 38-39, col.l 1, 
lines 10-18, 31-35, and 38-39, col.l2, lines 6-9, and col.l4, lines 38-47). Although there is no 
disclosure of the vapor pressure of the solvent, given that Saikatsu et al. disclose solvent 
identical to that utilized in the present invention, it is clear that the solvent would inherently 
possess vapor pressure as presently claimed. Fvuther, given that Saikatsu et al. disclose 
copolymer obtained from acrylic acid and alkyl (meth)acrylate as presently claimed, it is clear 
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that the copolymer would inherently function as shear-viscosity reducing agent as presently 
claimed. 

While Saikatsu et al. disclose that the ink is suitable for writing instruments, there is no 
explicit disclosure that the writing instruments include ballpoint pen. On the one hand, it is clear 
that the broad disclosure of *Svriting instruments" includes ballpoint pens. On the other hand, 
while there is no disclosure in Saikatsu et al. that the ink is a "ballpoint pen ink" as presently 
claimed, applicants attention is drawn to MPEP 21 1 L02 which states that "if the body of a claim 
fully and intrinsically sets forth all the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rather than any distinct 
definition of any of the claimed invention's limitations, then the preamble is not considered a 
limitation and is of no significance to claim construction". Further, MPEP 21 11 .02 states that 
statements in the preamble reciting the purpose or intended use of the claimed invention must be 
evaluated to determine whether the purpose or intended use results in a structural difference 
between the claimed invention and the prior art. Only if such structural difference exists, does 
the recitation serve to limit the claim. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the purpose or intended use, i.e. ballpoint 
pen ink, recited in the present claims does not result in a structural difference between the 
presently claimed invention and the prior art ink and further that the prior art structure which is a 
ink for writing instruments identical to that set forth in the present claims is capable of 
performing the recited purpose or intended use. 
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In light of the above, it is clear that Saikatsu et al. anticipate the present claims. 

Allowable Subject Matter 

7. Claims 4-5 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Claims 4-5 would be allowable if rewritten in independent form as described above given 
that there is no disclosure in the "closest" prior art Goto et al. (U.S. 6,048,914) or Saikatsu et al. 
(U.S. 6,299,676) that the ink viscosity at shear speed of 3.84 s"^ is not less than 10 mPas and that 
the shear viscosity reduction index is about 0.3-0.99 or 0.5 to 0.99 as required in present claims 
4-5. 

8. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Ahemate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Infonnation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubUshed 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



CaUie E. Shosho 
Primary Examiner 
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